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Applicati n N . ^ Applicant(s) 

09/726,769 FURMAN ET AL 

Examiner Art Unit 

H. T. Le 1773 

The MAILING DATE f this c mmunication appears n the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-159 is/are pending in the application. 

4a) Of the above claim(s) 1-159 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) |EI Claim(s) 21-26.33-38 and 125-127 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) D Other: 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 18 
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DETAILED ACTION 
Claim Objections 

1. Claims 9- 14 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required 
to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, 
or rewrite the claim(s) in independent form. In claim 1 from which these claims depend, 
direcdy or indirectly, it is recited that "a total quantity of hydroxyl groups comprising a 
complexed fraction of hydroxyl groups" which indicates the "complexed fraction" being a 
subset of the "total quantity". However, claims 9-14 recite just the opposite: "complexed 
fraction of hydroxyl groups comprises substantially all of said total quantity of hydroxyl 
groups", which indicates the "total quantity" now being a subset of the "complexed 
fraction". Therefore, these claims fail to further limit the subject matter of claim 1 upon 
which they depend. 

2. The numbering of claims is not in accordance with 37 CFR 1.126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims 
are canceled, they cannot be "revived" by using the same numbers as the claims that have 
been canceled. Instead, they must be presented as new claims, and they must be numbered 
consecutively beginning with the number next following the highest numbered claims 
previously presented (whether entered or not). 

Thus, claims 21-26, 33-38 and 125-127 must be renumbered in accordance with 37 
CFR 1.126. 
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Applicants are advised that with claims 21-26, 33-38 and 125-127 being renumbered, 
dependency on these claims must also be corrected according to the new numbers assigned 
to these claims. 

3. In renumbering the claims, applicants should keep the following rule in mind: 

A series of singular dependent claims is permissible in which a dependent claim refers 
to a preceding claim which, in turn, refers to another preceding claim. 

A claim which depends from a dependent claim should not be separated by any claim 
which does not also depend from said dependent claim. It should be kept in mind that a 
dependent claim may refer to any preceding independent claim. In general, applicants 
sequence will not be changed. See MPEP § 608.01 (n). 

4. Until dependency of claims 21-26, 33-38 and 125-127 is corrected based on the 
renumbering of these claims, it is impossible for the examiner to properly identify the 
numbers of claims based on the renumbering process (which will have to be done by 
Applicants). Therefore, further examination of claims has to be suspended until this issue is 
resolved. Accordingly, claims 1-159 are withdrawn from consideration. 

Response to Amendment 

5. The reply filed on July 2, 2003 is not fully responsive to the prior Office Action for 
reasons set forth in sections 1-4 above. See 37 CFR 1.111. Since the above-mentioned reply 
appears to be bona fide, applicant is given ONE (1) MONTH or THIRTY (30) DAYS 
from the mailing date of this notice, whichever is longer, within which to supply the 
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omission or correction in order to avoid abandonment. EXTENSIONS OF THIS TIME 
PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a). 

Conclusion 

6. In the previous office action, claims were replete with errors. And the examiner 
specifically requested that applicants focus "on the quality of claims" or take "care and 
diligence" in writing claims. However, instead of correcting errors, applicants create more 
errors. The fact that Applicants constandy commit errors after errors clearly indicates that 
applicant is unfamiliar with patent prosecution procedure. While an inventor may prosecute 
the application, lack of skill in this field usually acts as a liability in affording the maximum 
protection for the invention disclosed. Applicant is advised to secure the services of a 
registered patent attorney or agent to prosecute the application, since the value of a patent is 
largely dependent upon skilled preparation and prosecution. The Office cannot aid in 
selecting an attorney or agent. 

Applicant is advised of the availability of the publication "Attorneys and Agents 
Registered to Practice Before the U.S. Patent and Trademark Office." This publication is for 
sale by the Superintendent of Documents, U.S. Government Printing Office, Washington, 
D.G 20402. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to H. T. Le whose telephone number is 703-308-2415. The 
examiner can normally be reached on 10:00 a.m to 6:30 p.m., Mondays to Friday. 



HT.Le 

Primary Examiner 
Art Unit 1773 



